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1 Int roduction 

Claims 9-13. 21-30, and 36-39 are pending. Of these claims, claims 9-13, 21-24, 27- 
30, and 36-39 stand rejected, and claims 25 and 26 stand allowed. 
Claims I -8, 14-20, and 31-35 have been canceled. 

Claims 9-1 2, 21 -24, 27-29. and 36-39 stand rejected under 35 U.S.C. § 1 03(a) over 
Lecterc {U.S. 5,261,769) in view of Ensign (U.S. 6,422.28.!). 

Claims 9-11 21-24, 27-29, and 36-39 staid rejected under 35 U.S.C. § 103(a) over 
Lecterc (U.S. 5,261,769) in v iew of Rossini (US. 5,261,996). 

Claims .13 and 30 stand rejected under 35 U.S.C. § 103(a) over Leclerc (U.S. 
5,261 ,769) in view of Ensign (U.S. 6,422,281) and Rossini (U.S. 5.261,996). 

II Ciaim„rejeci!ons. under f5 USX § i03.(aj 

A. Rejection of claims 9-1 2, 21-24, 27-29, and 36-39 under 35 U.S.C. § 1 03(a) 
over Lecierc in view of Ensign 

1 La i^dmLcl 

In the Appeal Brief, Appellants explained that the rejection of independent claim 9 
under 35 U.S.C § .103(a) over Leclerc in \ lew of Ensign should be withdrawn because 
Leclerc in view of Ensign does not disclose or suggest ail the elements of the claimed 
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invention (see pages 5-1 0) and because at the time the nn em i w 1 ade tht e was n >t am 
apparent reason to combine the teachings of Lecierc and Ensign in the manner proposed by. 
the Examiner (see pages 1 0-1 1 ). 

a The cited references do not disclose pi j ggg uhj idhesne dispenses 

element of claim 9 

The rejection of independent claim 9 is premised on the Examiner's assertion that 
Ensign discloses an adhesive dispenser that is configured "to replace the hot melt glue guns 
30/82" and/or apply "two laterally spaced apart adhesive films for the purpose of being able 
to use the bookbinding system to apply adhesive on both sides of the book block spine" (see 
§ 3 on pages 3-4 of the Office action). 

As explained on pages 6-7 of the Appeal Brief Ensign discloses a manually-operated 
adhesive transfer apparatus that is purposefully designed to apply pressure-sensitit e adhesive 
over an entire surface of a selected substrate so that, at some later time, the selected substrate 
can be peeled off the transfer substrate for adherence to a desired contact surface (see, e.g., 
col. t, lines 59-61, cot. % lines 7-10, and col. I f lines 4-29 and lines 40-65; FIG. 13). 

The Exami ner has responded to this explanation as follows (see page 17 of the 
Answer: emphasis added): 

.. However, it is noted that Ensign teaches in column 15. line 
56 to column 16, line 1 1, that "the principles of the present 
invention are not lv , M a iaige 

s.ize.forjj]t|rjst.ry.iiefn implying that the 

invention of Ensign is capable of being used for large scale 
applications beyond the scope of the embodiment in the 
drawings, and thai while a preferred embodiment of the 
invention teaches a substrate with a similar width as the mask 
instead of a substrate of greater width, "this feature is preferred 
and not necessary 1 and should not be considered to limit the 
invention". One of ordinary 1 skill in the art at the time of the 

nvemion \ ui< have found it obvious to have modified the 
teachings of Ensign to obtain a bookbinding system as claimed 
in independent claim 9 becaus fo <i 1 1 j Tot know) 
element for another would have yielded predictable results , as 

the combination, merely relie upon re] ici he hot melt 
adhestve system with a properly sized pressure sensitive 
adhesive system that supplies two spaced apart adhesive films 
instead of one for the purpose ofsuppl ing t h ;si\ e on both 
sides of the book block spine. 
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As explained on page 9 of the Appeal Brief, however, neither Ensign's statement that 
the principles of Ms invention are not limited by size {.col. 1 5. lines 57-6 1 }. nor Ensign's 
statement that the feature of the lateral width of the opening 376 through which the substrate 
is fed being slightly narrower than the mask and transfer substrates 344, 346 is preferred and 
not necessary and should not be considered to limit the invention {col. 15, line 62 - col. 16, 
line 11) constitutes a disclosure that would have led one skilled in the art "to replace the hot 
melt glue guns 50/82"" and/or apply ''two laterally spaced apart adhesive films for the purpose 
of being able to use the bookbinding system to apply adhesive on both sides of the book 
block spine" with Ensign's adhesive transfer apparatus, which applies pressure-sensitive 
adhesive over the selected substrate and the adhesive mask substrate eliminates excess 
adhesive that extends beyond the edges of the selected substrate (see, e.g., col. 2, lines 1-31, 
and col. 1 f, tines 62-67) so that, at some later time, the selected substrate can be peeled off 
the transfer substrate foi adherence to a desired contact surface (see, e.g.. col. 1 , lines 59-61 , 
and col, 1 1, lines 52-65). Indeed, neither of the cited statements of Ensign relate to the 
replacement of Leclerc's hot melt glue guns 50/82 nor to the application of apply "two 
laterally spaced apart adhesive films for the purpose of being able to use the bookbinding 
system to apply adhesive on both sides of the book block spine. Instead these statements 
relate to the o verall size of Ensign's system and to the lateral w idth of the opening 376 
through which the substrate is fed. The mere fact that Ensign's adhesive mask substrate 
based adhesive transfer system and Leclerc's hot melt glue guns 50/82 were "known" does 
not constitute an apparent reason for one skilled in the art to replace one with the other. 

In addition, as explained on pages 7-8 of the Appeal Brief the Examiner's proposed 
modification of Leclerc's bookbinding apparatus would not result in the inventive subject 
matter defined in claim 9 because the side hinge areas of the cover would not be bound to the 
text body. The Examiner has responded to this explanation as follows (see page 1 8 of the 
Answer; emphasis added): 



. . . Ho wever, it is noted that the appropriate embodiment is 
shown in figures 7 and 8, and column 3, lines 44-55 of Led ere 
states that "ihe glue gun 50 applies a first strip of adhesive 62 
(F ICS. 7 and 8) to the first portion 64 of the cover 20 for 
covering the first side 66 of the book block 14, A giue gun 82 
(FIG. 2) applies a second strip of adhesive 84 to the second 
portion 68 of the cover 20 for covering the second side 70 of 
1 ioc till i i s * teach tl i ! c > <! u 
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is used to bind the side hinge areas of the co ver to the text 
body, and the modification using the pressure sensitive 
adhesive of Ensign would build on this teaching. 

Vs expla ie< ki d tl \p\ il Briet howevei is dn u n dear K m FIGS 7 
and 8 of Leclerc, however, the adhesives 62/84 bind the crash 24/29 to the side portions 
64/68 of the co ver 20, but the crash 24/29 is not bound to the sides 66, 70 of the text bl ock 
70, instead, the crash 24 is bound only to the spine portion 32 of the text block 70 via roller- 
applied adhesive 44. Therefore, the Examiner's proposed combination of Leclerc and Ensign 
would not result in *'an adhesive dispenser configured to apph a solid pressure sensitive 
adhesive film between a cover and the side hinge areas of the text body; and a cover binder 
configured to bind the cover to the side hinge areas of the text body by applying pressure to 
the cover," as recited in claim 9, 

k One skilled in the art^vouid noth >M my apparent rgftSOP to eombine the 

t » el tei t ( 1 b , < ,vi , i ■ ' 1 N i f 'i i 

On pages 9-11 of the Appeal Brief Appellant explains ' Ensign's adhesive 
transfer apparatus applies pressure-sensitive adhesive over the selected substrate and the 
adhesive mask substrate eliminates excess adhesive that extends beyond the edges of the 
selected substrate (see, e.g. . col. 2. lines 1 -31 , and col. .1 .1 , lines 62-67) so that, at some later 
time, the selected substrate can be peeled off the transfer substrate for adherence to a desired 
contact surface (see, e.g., cot. I, lines 59-61, and col. 1 1, lines 52-65). Thus, there is no 
readily apparent way to configure Ensign's adhesive mask substrate based adhesive transfer 
apparatus such that it could ' replace the hot melt glue guns 50/82" or be able to apply "two 
laterally spaced apart adhesive films for the purpose of being able to use the bookbinding 
system to apph adhesive on both sides of the book block spine" as proposed by the 
Examiner. 

The Examiner has argued that in his proposed modification ofLecfarc's system (page 
.19 of the Answer): 

. . all of the mask substrate would be taken up by the take-up 
roll 136 m the combination as applied in the rejection of claim 
9. Only the two adhesive strips and tire transfer substrate 170 
on top of the strips would remain on the book cover 20 of 
Leclerc (the modified selected substrate 186 of Ensign), the 
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transfer substrate then being peeled back to uncover the 
adhesive so that the cover could be adhered to the book block 
according to the teachings in column I I, lines 62-65 of Ensign. 



I.t proposal howevei the Examine! iot • tact tha 1 i > t ince with 
Ensign's express teachings the mask substrate 166 and the adhesive transfer substrate 170 are 
located on opposite sides of the selected substrate 186 (see, e.g., FIG. 13). In this 
configuration, there is no way for the mask substrate to remove all the adhesive except two 
strips along the side hinge areas of the cover. The Examiner's argument therefore rests on a 
configuration of Ensign's system that is neither disclosed nor suggested by Ensign. 

On pages 1 0-1 1 of the Appeal Brief, Appellant also explained that even if it were 
possible to modify Ensign's adhesive transfer apparatus to be able to apply ''two laterally 
spaced apart adhesive films"* over selected portions of the cover, such a modification would 
have obviated the need for the key inventive element of Ensign's invention: namely, the 
provision of an adhesive mask substrate that automatically removes all excess adhesive that 
exten< e e e ! s ll s I cted substrate so thai rhere is no need 1 i 
discard tire mask substrate 166 because it is wound up on the take-up roll 136'" (col. 11, lines 
65-67; also see col. 2, lines 1-31). The Examiner has responded to this explanation by stating 
that '"this argument is not persuasive because all of the mask substrate would be taken up by 
the take-up roll 136 in the combination as applied in the rejection of claim 9" (page 19 of the 
Answer), As explained above, however, in accordance with Ensign's express teachings the 
mask substrate 166 and the adhesive transfer substrate 170 are located on opposite sides of 
the selected substrate i 86 (see. e.g., FIG. 13). Therefore, the mask substrate 166 would not 
serve any useful purpose in the modified version of Leclerc' s system made-up by the 
Examiner. 
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of claim 9 under 35 U.S.C, § 103(a) over Leclerc in view of Ensign should be withdrawn 
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2. Dependent claims 1 0-1 2. 21-24. 27-29. and 36-39 

Each of claims 1.0-1 2, 21 -24, 27-29, and 36-39 incorporates the elements of 
independent claim 9 and therefore is patentable over Lecierc in view of Ensign for at least the 
same reasons explained above. 

B. Rejections of claims 9-12. 21 -24, 27-29. and 36-39 over Lecierc in view of 
Rossini 

L federjendgMdaini 9 

In {lie Appeal Brief Appellants explained that the rejection of independent claim 9 
under 35 U.S.C. § 103(a) over Lecierc in view of Rossini should be withdrawn because 
Lecierc in view of Rossini does not disclose or suggest all the elements of the claimed 
invention (see pages 14-15) and because at the tone the invention was made there was not 
any apparent reason to combine the teachings of Lecierc and Ensign in the manner proposed 
by the Examiner (see pages 15-16). 

a I hv , \ io.no t ui J t i i u__ • >» I! j n 



The rejection of claim 9 is premised on the Examiners position that the configuration 
of Rossini's applicator machine 1 0 described in col. % lines 1 2-34 in which the applicator 
machine 1.0 applies an "adhesive tape" to a substrate constitutes 'an adhesive dispenser 
configured to apply a solid pressure sensitive adhesive film"' that is suitable for application 
between a cover and the side hinge areas of a text body and subsequent use in binding the 
cover to the side hinge areas of the text body by applying pressure to the cover (see pages 8-9 
of the Office action dated August 12, 2009). 

As explained on page 14 of the Appeal Brief however, the adhesive tape disclosed in 
Rossini does not constitute such a solid pressure sensitive adhesive film. In accordance with 
Rossini's disclosure, the adhesive tape is a web material that has a single adhesive side with a 
pressure sensitive adhesive or other adhesive and an overhang protective release layer 48 (see 
col. 8, lines 19-34). When used with such a tape, the applicator machine 1 0 removes 
protective release layer 48 and applies the exposed adhesive side of the tape to a substrate 
with the non-adhesive side of the tape facing away from the substrate. Applied in this way. 



element of claim 9 
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the adhesive tape does not constitute "a solid pressure sensitive adhesive film** that is suitable 
for application between a cover and the side hinge areas of a text body and subsequent use in 
binding the cover to the side hinge areas of the text body by applying pressure to the cover. 
The Examiner has responded to this explanation as follows (page 20 of the Answer): 

... However, Rossini teaches in column 6, lines 15- 19 that "the 
strip of web material can be any tape. film, foil or the like ... M , 
and one of ordinary skill in die art at the time of the invention 
would have known lo have selected a tape male rial hav a-y 
11 i i i i 

1 idinu tap fins modification providing no unexpected results. 

Neither Rossini nor Lecierc, however, discloses anything that would have led one 
skilled in the art *1o have selected a tape material having adhesive with a liner on both sides 
of the tape for use as a binding tape." as proposed by the Examiner. To the contrary, in the 
same paragraph containing the cited language quoted by the Examiner (but inexplicably not 
mentioned), Rossini expressly discloses that "If the web material is an adhesive tape, such as 
a pressure sensitive adhesive tape, it may be necessary to remove a protective release layer 
from the adhesive side of the tape before feeding the tape to the wheel applicator" (col. fx 
lines 20-26). Thus, in the case when the web material is a tape, Rossini discloses that the 
tape is a single-sided adhesive tape, not a double-sided tape as proposed by the Examiner. 
Moreover, such a double-sided tape would not work in Rossini's applicator machine .10 
because the protective release layers would be removed from the adhesive sides of the tape 
before the tape is advanced to the drive and guide means 32 (see col. 8, lines 1 2-34), in. which 
case the tape would undesirably adhere to the drive and guide means thereby rendering the 
machine 10 inoperable for its intended purpose. 

In the Appeal Brief (see pages 14-15). Appellants explained that the Examiner's 
proposed modification ofLeclerc's bookbinding apparatus would not result in the inventive 
subject matter defined in claim 9. In response, the Examiner relied on the rationale that he 
gave in response to the analogous argument presented above and in the Appeal Brief in 
connection with the rejection of claim 9 over Lecierc in view Ensign. 
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One skilled in the a rt would not fuu e had am appa en! i >as >n ! > combine the 
cited references in the manner proposed b> foe Examiner 



On page 16 of the Appeal Brief, Appellant explained that the motivation given by the 
Examiner in support of the combination of Leclerc and Ensign (i.e.. "in order to be able to 
replace the hoi meli glue guns 50/82 with a pressure sensitive adhesive system that applies a 
well-known alternative adhesive material"'") is not supported by any of the Leclerc. RossmL or 
the knowledge generally available at the time the invention was made. Indeed, neither 
Leclerc nor Rossini discloses anything dial would have led one skilled in the art to believe 
that the single-sided tape that is applied b> Rossini's applicator machine SO is an art 
recognized alternative to the hot melt glue that is applied by L eel ere "s hot melt glue guns 
50/82. To the contrary, Rossini's single-sided tape is incapable of binding the co\ er 20 to the 
book block 1 4 and therefore clearh is not at a! ret m 1 ill native t< I I >t melt glue 
that is applied by Leclerc *s hot melt glue guns 50/82. 

In the Answer, the Examiner has responded to this explanation by stating that 
"Appellant's argument on page 1 6 is moot as it was taught above that one of ordinary skill in 
the art would have selected a tape with adhesive on both sides of the tape" (page 20 of the 
Answer), As explained above, however, in the case when the web material is a tape, Rossini 
discloses that the tape is a single-sided adhesive tape, not a double-sided tape as proposed by 
the Examiner (col. 6, lines 20-26). 

£ Conclusion 

For the reasons explained above and on pages 14-16 of the \p| ea! Briel the rejection 
of claim 9 under 35 U S C. § 103(a) over Leclerc in view of Rossini should be withdrawn. 



Each of Claims 1 0-1 2, 2 1 -24, 27-29, and 36-39 incorporates the elements of 
independent claim 9 and therefore is patentable over Leclerc in view of Rossini for at least 
the same reasons explained above. 



Dependent claims 10-12. 21-24. 27-29, and 36-39 
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C Rejections of claims 13 ami 30 under 35 l.LS.C, § 1.03(a) over Leeierc in 
view of Ensign and Rossini 

JL DsefiodsnLelamiil 

Claim '1 3 is patentable over Leclerc in view of Ensign and Rossini for the same 
reasons explained above in connection with independent, claim 9 and. explained on pages 17- 
1 8 of the Appeal Brief. 

£ isdepMdaiLcMm.30 

Independent claim 30 is patentable over Leclerc in view- of Ensign and Rossini for the 
same reasons explained above in connection wit]} independent ciatra 9 and explained on 
pages 18-21 of the Appeal Brief 

ML Skadyslsn 

For the reasons explained above, all of the pending claims are now in condition' for 
allowance and should be allowed. 

Charge any excess fees or apply any credits to Deposit Account No. 08-2025. 



Respect f u 1 1 y s« bmitted . 
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